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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
2/16/2006 has been entered. Claims 1-9, 11,12, 15-20, 23-31, 33-36, 41-50, 67 and 
74-78 are pending. 

Claim Objections 

2. Claims 1 , 1 1 , 23, 35 and 36 are objected to because of the following 
informalities: 

Claim 1 , line 8: "the" (first occurrence) should be deleted and "edge" should be 
replaced with -edges-, in order to avoid a lack of proper antecedent basis for "the 
outside edge". 

Claim 11, lines 1-2: Claim 1 1 recites, "... wherein the data card has a circular 
shape." However, claim 1 (from which claim 11 depends), lines 5-6, recites, "... 
wherein the data card comprises a rectangular shape having dimensions that are about 
2 1/8 inches by about 3 3/8 inches ...". It is unclear as to how the card could have a 
circular shape, as recited in claim 11, and a rectangular shape having the dimensions 
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as recited in claim 1 . For examination purposes, claim 1 1 has been interpreted to 
require a data card having a rectangular shape as recited in claim 1. 

Claim 23, line 8: "the" (first occurrence) should be deleted and "edge" should be 
replaced with -edges-, in order to avoid a lack of proper antecedent basis for "the 
outside edge". 

Claim 35, line 7: "the" (first occurrence) should be deleted and "edge" should be 
replaced with -edges-, in order to avoid a lack of proper antecedent basis for "the 
outside edge". 

Claim 36: 

Line 7, "the" should be deleted and, line 8, "edge" should be replaced with - 
edges-, in order to avoid a lack of proper antecedent basis for "the outside edge". 
Line 9, "." should be replaced with --;--, to correct a typographical error. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

3. Claims 67 and 74-78 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
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one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Regarding claim 67, the original disclosure 
does not teach the specific dimensions of the protrusion, that is "extending no more 
than about Vz of an inch and at least 1/8 of an inch away from the top edge", as recited 
in lines 6-7, of claim 67. It is noted that these limitations were added to claim 67 in the 
amendment dated July 15, 2005. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 31 , 33 and 34 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Blank (US 7,032,817). 

Blank teaches a financial presentation instrument (transaction card assembly 1 , 
figure 4) with an integrated holder comprising: a data card having a circular shaped 
portion (the auxiliary portion 20 in figure 4) and a rectangular shaped bottom portion 
(the card portion 10 in figure 4) having an information storage medium (while not shown 
in figure 4, Blank teaches that the card portion 10 includes an information storage 
media, see column 2, lines 12-15; column 5, lines 38-44; column 6, lines 34-41; and 
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column 7, lines 20-25) that is configured to store a unique identifier (a credit card 
number and/or account number, see column 6, lines 34-41, will be a unique identifier) 
and at least one centrally spaced aperture (figure 4 shows the card assembly 1 having 
an aperture centrally spaced in auxiliary portion 20) therethrough for suspending the 
data card from a display hook (the aperture, as shown in figure 4, is clearly capable of 
suspending the data card from a display hook, therefore this functional limitation does 
not structurally define applicant's invention over Blank), wherein the rectangular shaped 
bottom portion has the information storage medium displayed thereon (see column 2, 
lines 12-15; column 6, lines 34-41; and column 7, lines 20-25) and the diameter of the 
circular shaped portion is less than a longest length of the rectangular shaped bottom 
portion (see figure 4); wherein the data card comprises a stored value card (see column 
2, lines 47-49); wherein the data card comprises a gift card (see column 2, lines 47-49) 
(also see column 1, lines 18-20; column 2, lines 12-15, 47-53; column 5, lines 38-45, 
55-63; column 6, lines 34-41; column 7, lines 20-25; and column 8, lines 32-41). 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. This application currently names joint inventors. In considering patentability of 



the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
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the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

8. Claims 23, 24, 26, 28-30 and 35 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Yen (US 2002/0066789 A1, previously cited) in view of Silverbrook et 
al (US 2003/0086705 A1). 

Re claims 23, 24, 26, 28, 29 and 35: Yen teaches a financial presentation 
instrument with an integrated holder comprising: a rectangular shaped data card 
(substrate 10, figures 1-5) having an information storage medium (value added chip 15, 
figure 3; magnetic strip 16, figure 4; bar code 17, figure 5; for example) that is 
configured to store a unique identifier (a credit card, personal identification card, or bank 
card, see paragraph 22, will store a unique identifier) and at least one aperture (central 
hole 11, figure 1 and paragraph 17) therethrough for suspending the data card from a 
display hook (the central hole 11, as shown in figures 1-4, is clearly capable of 
suspending the data card from a display hook, therefore this functional limitation does 
not structurally define applicant's invention over Yen), wherein the at least one aperture 
is located on a central portion of the data card (see central hole 11, figures 1-5), 
wherein the data card further comprises a back side with the information storage 
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medium located thereon (the side shown in figures 3-5 can be considered a back side), 
a front side (the side shown in figure 1 can be considered a front side), and the aperture 
(central hole 11) is at least 1/16 of an inch from outside edges of the card and the 
information storage medium (see figures 1-5); wherein the aperture comprises a circular 
shape (the central hole 11 is circular, see figures 1-5); wherein the data card comprises 
a stored value card (a telephone card, public transportation ticket, bank card, etc., 
represented a stored value, see paragraphs 21 and 22); wherein the information 
storage medium comprises a magnetic stripe (magnetic strip 16, figure 4 and paragraph 
22); wherein the information storage medium comprises a bar code (bar code 17, figure 
5 and paragraph 23); (also see figures 1-5, paragraphs 7, 16, 17, 19-24). 

Yen fails to specifically teach a live copy limit that is about 3/32 of an inch from 
outside edges of the card; the aperture being at least 1/16 of an inch from the live copy 
limit. 

Silverbrook et al teaches a data card (figure 1) including a front side (data 
surface 101) comprising a live copy limit (border region 103) that is about 3/32 of an 
inch (2.5mm margins is about 3/32 of an inch) from outside edges of the card (see 
figure 1 and paragraph 67). 

In view of Silverbrook et al's teachings, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to include, with the data card as 
taught by Yen, a live copy limit that is about 3/32 of an inch from outside edges of the 
card; the aperture being at least 1/16 of an inch from the live copy limit; in order to 
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provide a border that can be used by an encoded data reader to calibrate signal levels, 
thereby allowing accurate reading of the encoded data. 

Re claim 30: The teachings of Yen as modified by Silverbrook et al have been 
discussed above. Yen also teaches that the data card comprises a credit card (see 
paragraph 22). 

Yen fails to specifically state wherein the card has dimensions that are about 2 
1/8 inches by about 3 3/8 inches. 

However, at the time of the invention it was old and well known to those of 
ordinary skill in the art that a standard credit card has dimensions that are about 2 1/8 
inches by about 3 3/8 inches. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to include, with the data card as taught by Yen as modified by 
Silverbrook et al, wherein the card has dimensions that are about 2 1/8 inches by about 
3 3/8 inches; in order for the card to be compatible with standard credit card readers, 
thereby eliminating the need for a specialized credit card reader and the inherent costs 
associated therewith. 

9. Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yen as 
modified by Silverbrook et al and further in view of Duroj (US 2002/0006103 A1, 
previously cited). 
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The teachings of Yen as modified by Silverbrook et al have been discussed 

above. 

Yen as modified by Silverbrook et al fails to specifically teach an additional 
aperture through the data card. 

Duroj teaches a data card (card 1, figure 1) comprising an aperture (3, figures 1- 
3) located on a central portion of the data card and an additional aperture (8, figure 3) 
through the data card (see figures 1-3, paragraphs 7, 12, 13, 18 and 20). 

In view of Duroj's teachings, it would have been obvious to one of ordinary skill in 
the art at the time of the invention to include, with the data card as taught by Yen as 
modified by Silverbrook et al, an additional aperture through the data card; in order to 
allow the data card to be attached to a carrying device or the like (see paragraph 20, of 
Duroj). 

10. Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yen as 
modified by Silverbrook et al and further in view of the admitted prior art. 

The teachings of Yen as modified by Silverbrook et al have been discussed 

above. 

Yen as modified by Silverbrook et al fails to specifically teach wherein the data 
card comprises a gift card. 

The admitted prior art teaches that gift cards were old and well known to those of 
ordinary skill in the art at the time of the invention (see paragraph 2 of applicant's 
specification). 
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In view of the admitted prior art, it would have been obvious to one of ordinary 
skill in the art at the time of the invention to include, with the data card as taught by Yen 
as modified by Silverbrook et al, wherein the data card comprises a gift card; in order to 
increase demand and sales of the data card by allowing the data card to function as a 
gift card. Furthermore, the data card comprising a gift card represents an intended use 
of the data card, which fails to structurally define applicant's invention over Yen as 
modified by Silverbrook et al (for example, the structure of Yen is capable of functioning 
as a gift card). 

11. Claims 1-9, 1 1, 12, 15-20, 36, 41-50, 67 and 74-78 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Yen as modified by Silverbrook et al and further in 
view of Biller (US 2004/0182940 A1, previously cited). 

Re claims 1, 3-9, 11, 12, 15-20, 36, 41, 42, 45-50, 67 and 74-78: The teachings 
of Yen as modified by Silverbrook et al have been discussed above. Yen also teaches 
the data card (substrate 10) comprising top and bottom flat portions and two side flat 
portions (see figures 1-5); regarding the claimed 3 3/8 inches long by 2 1/8 inches long, 
see Yen as modified by Silverbrook et al as applied to claim 30 above; wherein the data 
card has a circular shape (in as much as a data card that is claimed to be rectangular, 
as recited in claim 1 , can have a circular shape as recited in claim 11). Note that in 
applying Yen as modified by Silverbrook et al to claims 12-16, the central hole 1 1 can 
be considered an additional aperture, the additional aperture being circular. 
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Yen as modified by Silverbrook et al fails to specifically teach at least one J-peg 
shaped aperture; an additional aperture through the data card; wherein the data card 
comprises a gift card; a method for displaying a financial presentation instrument with 
an integrated holder comprising: providing a display hook and suspending the data card 
from the display hook through the at least one aperture; wherein the aperture is located 
on a top portion of the data card; wherein the aperture is located on a side portion of the 
data card; a protrusion extending no more than about Vz of an inch and at least 1/8 of an 
inch away from the top edge, at least one aperture through the protrusion. 

Biller teaches a data card (120, figure 3) comprising a J-peg shaped aperture 
(display hole 80, figure 3) therethrough for suspending the data card from a display 
hook (not shown, see paragraph 38); wherein the data card comprises a gift card (see 
paragraphs 2 and 5); and a method for displaying a financial presentation instrument 
with an integrated holder comprising: providing a display hook (not shown) and 
suspending the data card from the display hook through the at least one aperture (see 
paragraph 38); wherein the aperture is located on a top portion of the data card (see 
figure 3); wherein the aperture is located on a side portion of the data card (the top of 
the card is also one of the sides of the card, see figure 3); a protrusion extending no 
more than about 1 / 2 of an inch and at least 1/8 of an inch away from the top edge (In 
figure 3 of Biller et al, the disc 120 can be considered as having a top flat edge with a 
protrusion extending from the top flat edge, like applicant's figure 10K. While Biller et al 
does not specifically teach extending no more than !4 of an inch and at least 1/8 of an 
inch, it is believed that figure 3 suggests this to one of ordinary skill in the art at the time 



Application/Control Number: 10/665,984 Page 12 

Art Unit: 2876 

of the invention), at least one aperture (80) through the protrusion (compare Biller et al's 
figure 3 to applicant's figure 10K). 

In view of Biller's teachings, it would have been obvious to one of ordinary skill in 
the art at the time of the invention to include, with the data card as taught by Yen as 
modified by Silverbrook, at least one J-peg shaped aperture; an additional aperture 
through the data card; wherein the data card comprises a gift card; a method for 
displaying a financial presentation instrument with an integrated holder comprising: 
providing a display hook and suspending the data card from the display hook through 
the at least one aperture; wherein the aperture is located on a top portion of the data 
card; wherein the aperture is located on a side portion of the data card; a protrusion 
extending no more than about 14 of an inch and at least 1/8 of an inch away from the top 
edge, at least one aperture through the protrusion; in order to allow a more stable 
mounting of the data card, using the J-peg shape, on display hooks. 

Re claims 2, 43 and 44: The teachings of Yen as modified by Silverbrook et al 
and Biller have been discussed above. Biller also teaches the aperture located on a top 
portion of the data card. 

Yen as modified by Silverbrook et al and Biller fails to specifically teach providing 
an additional display hook and suspending the data card from the additional display 
hook through the additional aperture; wherein the pair of apertures are located on a top 
portion of the data card. 
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However, at the time of the invention it was old and well known to those of 
ordinary skill in the art to display retail products by hanging the products from two (or 
more) display hooks through corresponding apertures. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to include, with the data card and method as taught by Yen as 
modified by Silverbrook et al and Biller, providing an additional display hook and 
suspending the data card from the additional display hook through the additional 
aperture; wherein the pair of apertures are located on a top portion of the data card; in 
order to provide a more stable mounting of the data card to the display. 

Response to Arguments 

12. Applicant's arguments with respect to claims 1-12, 15-20, 23-31, 33-36, 41-50, 
67 and 74-78 have been considered but are moot in view of the new ground(s) of 
rejection. As discussed above, Yen, Duroj and Blank teach a data cards having an 
aperture, and Silverbrook et al teaches a data card including a live copy limit. 

In addition, applicants are reminded that functional language (for example, "for 
suspending the data card from a display hook", as recited in independent claims 1, 12, 
23, 31 , 35 and 67) does not define the invention over the prior art, when the prior art 
discloses the claimed structural limitations and is capable of performing the recited 
function (see MPEP 2114). In this case, the apertures of Yen, Duroj and Blank are 
capable of suspending the data card from a display hook. 
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Conclusion 

1 3. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Smith (US 7,000,844) and Diaz et al (US D51 2,456 S) both teach 
data cards and holders. Fujimoto (US 2004/0080784) teaches leaving a border when 
printing an IC card (see figures 14 and 15). Jung (US 4,804,827) teaches an ID card 
having a border 8. Chandaria (US 2004/0040189 A1) and Krahn (US 6,145,665) are 
cited as evidence that it was old and well known to those of ordinary skill in the art at the 
time of the invention to include multiple apertures and display hooks (see figure 5 of 
Chandaria and column 3, lines 15-16 of Krahn). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jared J. Fureman whose telephone number is (571) 
272-2391. The examiner can normally be reached on 7:00 am - 4:30 PM M-T, and 
every other Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael G. Lee can be reached on (571) 272-2398. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Jared J. Fureman 
Primary Examiner 
Art Unit 2876 

May 26, 2006 



